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UNITED STATES COURT OF APPEALS 
FOR THE DISTRICT OF COLUMBIA 

i 

i 

i 

i 

JAMES S. ABERCROMBIE, Assignee of \ 

WALTER E. KING, Appellant, f Appeal No. 

VS * / 7655 

CONWAY P. COE, Commissioner of 1 

Patents, Defendant J 


BRIEF FOR APPELLANT 


JURISDICTION j 

i 

J 

This is a suit under Section 4915 of the Revised Statutes, 
35 U. S. C. A. 63, based upon a decision of the Board of Ap¬ 
peals of the United States Patent Office in the application 
for United States Letters patent owned by the appellant, be¬ 
ing Serial No. 617,837, filed June 17th, 1932, by Walter E. 
King, inventor, for his invention in a Blowout Preventer (R. 
51-83), in which decision (R. 145) the Board of Appeals re¬ 
jected claims 4 and 6 to 17 inclusive (R. 2-5) and which de¬ 
cision of the Board of Appeals (R. 145) was affirmed by the 
decision of the Hon. Judge Jennings Bailey, of the District 
Court of the United States for the District of Columbia, in 

I 

j 

I 


his decision dated December 27, 1939, (R. 9-11) upon the 
Bill of Complaint filed by the Appellant (R. 1-6), in accord¬ 
ance with the above statute. 

STATEMENT OF THE CASE 

The appellant, James S. Abercrombie, is the owner of the 
application for United States Letters Patent of Walter E. 
King, Serial No. 617,837, filed June 17, 1932, for his inven¬ 
tion in Blowout Preventer, which application w.as duly as¬ 
signed to the Appellant by an instrument in writing dated 
May 27, 1932, which assignment is recorded in the Assign¬ 
ment Records of the United States Patent Office at Liber 
D-153, page 614“, on June 17, 1932. 

This application followed the usual prosecution by examin¬ 
ation and amendment (R. 63-83) before the Patent Office, 
the substance of this prosecution being that all of the claims 
were finally rejected by the Primary Examiner. The Ap¬ 
pellant asked reconsideration thereof, cancelling claims 1 and 
5 and appealed to the Board of Appeals from the final rejec¬ 
tion of the Primary Examiner as to claims 2 to 4 inclusive 
and 6 to 17 inclusive. 

The Primary Examiner filed the Examiner’s Statement on 
appeal (R. 135-145) in which claims 2 and 3 were indicated 
as allowable. The decision of the Board of Appeals (R. 145- 
146) affirmed the rejection of Claims 4 and 6 to 17 inclusive. 
The Appellant filed a Bill of Complaint in the United States 
District Court for the District of Columbia (R. 1) in accord¬ 
ance with the jurisdiction set out heretofore in this brief. 
The Appellant filed the present appeal, including the Notice 
of Appeal and Statement of Points (R. 11-14) bringing up to 
this Honorable Court on appeal Claims 4 and 6 to 17 inclu- 



STATUTES INVOLVED 


The statutes involved are those relating to granting of 
patents and particularly Section 4915 of Revised Statutes 
35 U. S. C. A. 63, permitting an inventor to appeal to this 
Honorable Court if he is aggrieved as to the decision of the 


Commissioner of Patents refusing to grant him the 
requested. 


claims 


STATEMENT OF POINTS 

The statement of points upon which the appeal is based 
are as follows: (R. 13-14) 

1. In refusing to authorize the Commissioner of Patents 
to issue to the Plaintiff a patent on his application which was 
filed by William E. King, as inventor on June 17th' 1932, 
being Serial No. 617,837 and containing Claims 4 and 6 to 17 
inclusive as set forth in Paragraph 7 of the Bill of Complaint. 

2. In sustaining and adopting the decision of the tribunals 
of the Patent Office to the effect that the said claims; do not 
display invention in view of the prior art. 

3. In holding that it was not invention in view of the Ras¬ 
mussen patent No. 1,709,949, to employ fluid pressure from 
the well as an additional means of moving the pistons in the 
Abercrombie patent No. 1,834,922. 

4. In holding that Claims 6 to 17, inclusive, call jfor ob¬ 
vious uses of the structures claimed in the King patent No. 
2,081,040. 


5. In holding that the allowance of claims 6 to 17, inclu¬ 
sive, or any of them in the application in suit would involve 
double patenting in view of the King patent No. 2,081,040. 
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6. In holding that it was not invention to provide pack¬ 
ing elements for the piston and housing sections of the Houk 
patent No. 1,587,838. 

7. In holding that Plaintiff is not entitled to a patent con¬ 
taining any of the claims 4 and 6 to 17, inclusive, of the King 
application in suit. 

8. In holding that the Bill of Complaint should be dis¬ 
missed as to all the claims of the King application set out in 
the Bill. 


SUMMARY OF ARGUMENT 

Claim 4 presented on appeal involves invention over the 
prior art because none of the prior art shows or suggests the 
combination of structure called for in the claim. Claim 4 is 
definitely limited to a structure which uses three independ¬ 
ent sources of power to operate the rams and pistons of the 
blowout preventer wherein any one of the sources of power 
may be used independently or in conjunction wuth the other 
two sources. 

Claim 4 is directed to substantially the same general sub¬ 
ject matter as Claims 2 and 3 which were allowed by the 
Patent Office, so that inasmuch as the Patent Office has 
allowed Claims 2 and 3, this Honorable Court should instruct 
the defendant to also allow Claim 4. 

Claims 6 to 17 inclusive presented on appeal involve inven¬ 
tion over the prior art because each of these claims is speci¬ 
fically limited to details of construction of the blowout pre¬ 
venter and the parts thereof which are not shown or sug¬ 
gested by the prior art patents. 

Claims 6 to 17 inclusive are not subject to rejection on the 
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ground of double patenting as has been indicated by the 
Patent Office because none of these claims is readable upon 
the disclosure of the appellant’s prior patent, 2,081,040, be¬ 
cause that patent fails to show the structure which is Specifi¬ 


cally and in detail described and recited in Claims 6 to; ] 
elusive on appeal. 

ARGUMENT 
CLAIM 4 

Claim 4 which is presented to this Honorable Court o 
peal may be separated into .its elements and paraphras 
follows: 


17 in- 


on ap- 
sed as 


A blowout preventer including 

(a) a housing, 

(b) rams and I 

(c) pistons connected in tandem to close the pas¬ 
sage through said housing, and 

(d) three independent sources of power to operate 
said rams and pistons either independently 
or in conjunction with each of the other 
sources of power, 

(e) one of said sources being the well pressure, 

(f) the second a fluid pressure, and 

(g) the third a manual pressure. 

In the decision of the Honorable Judge Bailey in the Dis¬ 
trict Court the findings of fact (R. 9 and 10) merely! point 
out what each of the prior art patents discloses, and the con¬ 
clusion of law (R. 10) states that it was not invention to 

i 

utilize the Rasmussen patent, 1,709,949, (R. 100), a? sug¬ 
gesting structure for addition to the Abercrombie patent, 
1,834,922, (R. 121). In other words the Court felt th^t the 
invention of Claim 4 on appeal was suggested by the$e two 
references. 
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Attention of the Court is respectfully directed to the testi¬ 
mony of Engineer Allen before the trial court (R. 33) where 
Allen pointed out that there was a combination between the 
three independent sources of pressure which permitted a 
manipulation of the blowout preventer to effect a closure 
thereof and save the well, which was impossible with the 
prior art structures or the devices in use prior to the present 
invention. 

In claim 4 the three separate sources of power constitute 
(1) fluid pressure which can be applied either behind the ram 
or behind the piston; (2) the w’ell pressure which can be ap¬ 
plied behind the ram or behind the piston; and (3) the manual 
pressure to be applied by the screw to both the ram and the 
piston. 

Allen particularly points out the similarity of the use of 
the three independent sources of pressure to three players 
on a football team where all of them are attempting to ad¬ 
vance the ball and particularly points out that the structure 
was arrived at by a trial and error experience over many 
years. It is apparent that occasions arise where each pressure 
may be required independently of the others or in combina¬ 
tion or with either or both the other pressures and that in 
some instances one pressure is most effective, while in other 
cases another pressure may be more advisable and in still 
other cases either two or all three pressures may be used to¬ 
gether in combination. Thus there are six combinations 
available for use. 

The Honorable Court will readily appreciate from the 
record that the manipulation of these blowout preventers is 


no child's play; that tremendous pressures are involved and 
many thousands of dollars are at stake. 

From the findings of fact of the Judge of the District 
Court (R. 9) it is apparent that the Rasmussen patent sug¬ 
gests the use of only two sources of pressure, namely, the 

J 

fluid from the well and the fluid pressure from an independ¬ 
ent or artificial source. This same decision indicates that the 
Abercrombie patent also shows but two sources of pressure, 
namely, fluid pressure from an artificial source and manual 

means. i 

! 

Taking the three pressures therefore which are called for 
in Claim 4 as (1) the artificial source of fluid pressure; (2) 
the pressure from the well itself; and (3) the manual pres¬ 
sure, and searching the prior art for this combination, it is 

i 

obvious that Rasmussen has only the pressures such as (1) 
and (2), namely, the artificial pressure from the independent 
source and the fluid pressure from the well respectively. 

On the other hand Abercrombie shows the sources No. (1) 
and No. (3), the fluid from the artificial source and the man¬ 
ual pressure respectively. Neither Rasmussen nor I Aber¬ 
crombie give the slightest suggestion that sources (1), (2) 
and (3) may be provided for use in combination with each 

other. Neither one of the patents suggested a structure 

| 

which would permit the use of these three pressures and it is 
apparent that the Patent Office obtained the suggestion for 
combining these two patent disclosures together, not! from 
what is shown in these patents in and of themselves, but from 
the disclosure of the Appellant’s application. The Patent Of¬ 
fice should not be permitted to take advantage of the inven¬ 
tor’s disclosure and then concoct a hypothetical prior art 
structure to be used as an anticipation. 


It is well established in patent law’ that whether or not in¬ 
vention is involved in a certain set of circumstances, resides 
as a general rule in the peculiarity of the circumstances them¬ 
selves. A pertinent decision along this line is the case of 
Skinner Bros. Belting Co. v. Oil Well Improvement Co., 
USCCA 10th Cir. Dec. 24, 1931, No. 490; 12 PQ 61, 54 Fed. 
(2nd) 896: 

“No formula has been prescribed which affords a 
solution of the vexed question: Has inventive genius 
been exercised? We know that the simplicity of the 
device does not belie inventive genius. Hughes Tool 
Co. v. Int. Supply Co., (CCAIO) 47 Fed. (2nd) 490-2, 
and cases there cited. We know that we should try 
to eliminate ‘hindsight'; we know that the fact that 
the problem existed, that financial reward awaited 
a solution, and that no one did think of it, is strong 
evidence of invention.” 

The witness Allen clearly points out in his testimony (R. 
26-28) the advantages of the use of the various types of pres¬ 
sure. He also points out the shortcomings of the prior pat¬ 
ents to Rasmussen and Abercrombie and the reasons why the 
invention of Claim 4 on appeal merits very serious considera¬ 
tion on the part of this Honorable Court. A very substantial 
business is based upon the invention set out in Claim 4 on 
appeal (R. 29) and it is believed that Claim 4 covers a contri¬ 
bution to the art which should be protected by an award of 
Claim 4. 

Claim 4 would supplement allowed Claims 2 and 3 and in¬ 
asmuch as it is directed to the same general combination of 
structure as Claims 2 and 3, except that it is more limited as 
to some details, it is respectfully prayed that this Honorable 
Court award the Appellant Claim 4. 
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CLAIMS 6 TO 17 INCLUSIVE 

I 

I 

The remaining claims on appeal, viz, 6 to 17, inclusive, are 
directed to details of construction of the actual device so as 
to utilize therein a packing by which a seal is maintained 
either between the parts of the housing or between the ram 
and the housing or the piston and the housing. 

i 

CLAIM 6: (R. 3) A blowout preventer including | 

(a) a housing made up of 

(b) a plurality of separate elements disposed in 
abutting relationship, 

(c) an inwardly opening recess in one of the abut¬ 
ting faces, 

(d) the other of said abutting faces being plaiie, 

(e) a pressure expansible packing disposed in said 
recess, and 

(f) lips on said packing facing in the direction of 
applied pressure, 

(g) said lips being of resilient material and 
adapted to seal against one wall of said receiss 
and the end wall of the adjacent element. ! 

i 

j 

CLAIM 7: (R. 3) A blowout preventer including 

(a) a housing made up of 

(b) a plurality of separate elements disposed in 

abutting relationship, I 

i 

(c) an inwardly opening recess in one of the abut¬ 
ting faces, 

(d) a pressure expansible packing disposed in said 
recess, and 

(e) lips on said packing facing in the direction of 
applied pressure, 

(f) said lips being of resilient material, and 

(g) a base on said packing ring which includes a 


j 

i 


j 
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whereby flowing of the more resilient lips under 
whereby flowing of the more resilient lips under 
pressure will be prevented. 

These two claims have been considered by the Patent Of¬ 
fice and rejected, Examiners Statement (R. 135), (1) as be¬ 
ing drawn to an old combination in view of Rasmussen No. 
1,836,506 (I. 124); claim 6 is additionally rejected (2) on 
Houk 1,587,838 (R. 95) in view of James 913,144 (R. 89), and 
(3) on the ground of double patenting in view of the inventor 
King’s own prior patent No. 2,081,040. (R. 130). 

Only a casual inspection of these two claims shows that 
they are directed to a combination of a blowout preventer 
housing which is made up of a plurality of separate elements 
which are disposed in abutting relationship. This is particu¬ 
larly apparent from the construction shown in the drawing 
(R. 61) of the housing 2 and the intermediate head 12 which 
are in abutting relationship as shown by the flanges 13 and 
15. The claim next recites that there is an inwardly opening 
recess in one of the abutting faces which is to receive a pack¬ 
ing ring such as 50. It is obvious, therefore, that the only 
possible point of leakage from a connection of this sort would 
be between the abutting faces of the flanges; and it is there¬ 
fore desirable to provide a most rigid support for the pack¬ 
ing ring at this only possible point of leakage, and to accomp¬ 
lish this the appellant proposes a pressure expansible pack¬ 
ing in this recess w’hich has lips on its face which are exposed 
to the pressure in a direction such that they will be expanded 
when the pressure is applied; and the claim further recites 
that these lips are of resilient material to seal against one 
wall of the recess and against the end wall of the adjacent 
element. In an attempt to make out an anticipation of this 
claim the office has referred to the patent to Rasmussen No. 


1,836,506, and it is necessary to almost use a magnifying glass 
(R. 125) in order to find the small packing which is positioned 
between the flanges (unnumbered) on this construction. 

There is no reference character upon the packing and even 
in the enlarged view in Fig. 4 (R. 125) it is apparent that 
this packing is confined in a recess which is not “an inward¬ 
ly opening recess,” as required by the claims, it is obvious, 
also, that the packing is not “a pressure expansible packing.” 
Furthermore, Rasmussen does not disclose a packing which 
has “lips on said packing facing in the direction of applied 
pressure” and, lastly, Rasmussen does not disclose any pack¬ 
ing wherein the lips are “of resilient material and adapted to 
seal against one wall of said recess and the end wall pf the 
adjacent element.” 

Obviously this claim is directed to a new and novel com¬ 
bination insofar as Rasmussen is concerned, because as just 
pointed out there are several of the elements which hre en¬ 
tirely lacking in Rasmussen and therefore, instead of being 
directed to an old combination in view of Rasmussen, it is 

i 

obvious that the claim is directed to a new combination. While 

i 

Rasmussen does suggest the idea of putting packing between 
two flanges the appellant does not contend for one instant 
that he is the originator of such an idea, and only a casual 
inspection of claim 6 shows that it is not such a broad claim 
as would warrant its rejection upon a construction ; which 

i 

merely utilizes a packing between flanges. It is thought that 
the Patent Office takes a too general viewpoint of the claim 
and overlooks the details of construction which are Recited 
therein. 

The additional refusal of Claim 6, on Houk (R. 95) in view 
of James (R. 89) is thought to fall short as an anticipation 
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because Houk gives no suggestion whatever of positioning a 
packing between the flanges of his construction and the 
Patent Office merely seeks to aggregate together the con¬ 
struction of Houk with that of James. James shows a lip 
type packing but he does not show it in a joint such as called 
for in Claim 6. The structure of Claim 6 is therefore lacking 
in both Houk and James and it is believed that in view of the 
details which are recited in this claim this combination of 
references must fall short as an anticipation. 

Claims 6 and 7 are also refused on the ground of double 
patenting. The ground of double patenting as a rejection of 
claims in the Patent Office is based on the theory that an in¬ 
ventor has already been granted protection upon certain 
phases of the invention and that the claims so refused would 
unlawfully extend the protection already given to the in¬ 
ventor. In other words the claims, if granted, would result 
in double patent protection. 

There is a simple test which determines the applicability 
of this ground of rejection and that test is w'hether or not the 
claims refused could be read upon or could be fitted upon the 
disclosure of the prior patent. 

The prior patent relied upon in this case by the Patent Of¬ 
fice is the inventor King’s own patent 2,081,040 (R. 130). 

It might be well to review briefly the circumstances under 
which this prior patent to King was granted. The application 
presented before this court on appeal containing the appealed 
claims is Serial No. 617,837, filed June 17th, 1932, by Walter 
E. King, for a Blowout Preventer. The application which re¬ 
sulted in patent 2,081,040 is Serial 617,836, filed June 17th, 
1932 by the same Walter E. King for his invention in a pack- 


ing. The two applications were filed simultaneously! on the 
same date. The prosecution of the two applications was con¬ 
current thru the Patent Office. 


The statutes and the rules of practice of the Patent Office 
permit the inclusion in a single application for patent! of only 
three species of an invention. Rule 41 of the Rules of Prac¬ 
tice: 


“Two or more independent inventions can not? be 
claimed in one application; but where several dis¬ 
tinct inventions are dependent upon each other and 
mutually contribute to produce a single result they 
may be claimed in one application: Provided, that 
more than one species of an invention, not to exceed 
three, may be claimed in one application if that ap¬ 
plication also includes an allowable claim generic to 
all the claimed species." 


In compliance with this rule and in an effort to avoid viol¬ 
ation thereof, counsel for King at the time of filing ;the ap¬ 
plication placed three species of the packing in the applica¬ 
tion, Serial No. 617,836, and one species in the present ap¬ 
plication, 617,837. The rejection on the part of the; Patent 
Office on the ground of double patenting infers that the 
claims presented here on appeal should have been presented 
in the co-pending application 617,836; that that is where they 
belong. 


The appellant would like to show to this Court that such' 
a procedure was impossible in view of Rule 41. The record in 
the Patented file of patent 2,081,040, shows that in Paper No. 
6, the Patent Office required division between the three 
species of the invention disclosed in that application; namely, 
Species A shown in Figs. 2, 4 and 11 (R. 130); Species B 



shown in Figs. 6, 8 and 10; Species C shown in Fig. 6. Coun¬ 
sel requested reconsideration of this requirement for division 
between the different species and the Patent Office revised 
the requirement slightly and insisted that there were still 
three species of the invention. A renewed request for re¬ 
consideration on the part of counsel resulted in the Patent 
Office abandoning the requirement for division and allowing 
in the application claims to all three of the species of the in¬ 
vention. Three species is all that Rule 41 permits to be 
claimed in a single application and therefore the inventor 
could not have claimed a fourth species or a species showing 
the packing in a blowout preventer even if he had desired so 
to do. If this fourth species had been in the application for 
patent the Patent Office would have insisted on its separa^ 
tion and the filing of a separate divisional application thereon. 
Counsel was aware of this fact and in order to comply with 
the rules of practice filed the instant application, 617,837. 

In view of circumstances during the prosecution of the two 
concurrent applications for patent the application 617,836 
matured into a patent and the present application did not. 
Why then should the present appellant be penalized because 
of the vagaries of the prosecution of applications in the Pat¬ 
ent Office? 

With the foregoing circumstances in view the issue is clear 
that if the claims presented here on appeal recite details of 
structure and a combination of elements which are not pres¬ 
ent or disclosed in the patent 2,081,040, then the rejection 
on the ground of double patenting is improper because ob¬ 
viously if the claims do not read upon the disclosure of the 
prior patent, then that prior patent can be no more of an an¬ 
ticipation of the claims than in any other patent issued to 


any other inventor. 

The rule of practice is particularly clear that an inventor’s 
own prior patent cannot be enlarged upon as a disclosure for 
purposes of anticipation any more so than if it were granted 
to some other inventor. In other words it is merely a publica¬ 
tion, regardless of the name of the inventor thereon. On the 
other hand, there are many decisions to the effect that an 
inventor’s own prior patent resulting in a co-pending appli¬ 
cation for patent is not as strong a disclosure against claims 
in one of his own co-pending applications as it would be if it 
were a patent granted to some third party. 

| 

It would seem that the Patent Office in this case j is nofc 
following general practice but is attempting to close the door 
completely upon this inventor merely because he has a I patent 
granted to him. It is respectfully asked that this Court mere¬ 
ly consider the King patent, 2,081,040 the same as anjr other 
patent, irrespective of the fact that it was granted to the same 
inventor as the application which is here presented on appeal. 

It seems obvious that the King patent, 2,081,040, i is no 
more pertinent to the rejection of Claims 6 to 17 inclusive 
than is the patent to Williams, (R. 85) or James (it. 89), 
both of which show a lip type of packing. The shortcomings 
of this pair of references have been argued heretofore and it 
is therefore respectfully asked that the holding of the patent 
Office as to the refusal on the ground of double patenting be 

j 

reversed. 

The following case appears to be pertinent upon this ground 
of refusal of the claims: Skinner Bros. Belting Co. v. Oil Well 
Improvements Co. 54 F. (2nd) 896: 

! 

“It is claimed the second patent is void because pf 
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the rule that prevents an extension of the monopoly 
by a second patent on the same device. But the first 
patent claims nothing as to packing or packing fol¬ 
lowers or means of adjustment; the second patent 
covers only these features, although their setting, 
the stuffing box, is claimed. When the first patent 
expires, the world can use the device there claimed, 
except in combination with the improvements 
claimed in the second patent. The second patent is 
the usual improvement patent. . . It makes no dif¬ 
ference that the inventor holds a prior patent on the 
device so improved. We think the claims of the 
second patent disclose patentable improvements, and 
are valid.” 

In conclusion it is believed that the rejection on the ground 
of double patenting should not be sustained because it is 
obviously improper in the present set of circumstances, first, 
where the application granted and the application refused 
were simultaneously filed; second, where the applications 
were concurrently pending in the Patent Office; third, be¬ 
cause the claims presented herewith are not readable upon 
the disclosure of the issued application; fourth, because the 
claims are limited to details of construction which involve 
invention over the issued application; and fifth, because there 
is no combination suggested in the prior art which would jus¬ 
tify the addition thereto of the disclosure of the issued appli¬ 
cation. 

CLAIM 8: In a blowout preventer 

(a) a housing 

(b) a ram therein, and 

(c) a pressure expansible packing carried by said 
ram, 

(d) said packing including a relatively rigid base, 
and 


17 


i 


(e) relatively resilient lips formed on said basie 

and facing in the direction of applied pressure. 

| 

i 

It will be noted that this claim is directed to a combination 
of a housing and a ram therein with a pressure expansible 
packing carried by the ram, proceeding then to detail the con¬ 
struction of the packing including the relatively rigid base 
and the resilient lips which are formed on the base and fac¬ 
ing in the direction of applied pressure. 

i 

This claim was rejected as being drawn to an old combin¬ 
ation in view of Rasmussen 1,836,506, (R. 124), and ijs pre¬ 
sented on appeal because Rasmussen only shows the general 
combination of a packing and a ram and gives no suggestion 
whatever of the specific combination of a lip type packing 
with a rigid structure as a base for use in combinatioiji with 
a blowout preventer ram where the packing is positioned so 
that the resilient lips will face in the direction of applied 
pressure. Of all the blowout preventer patents which have 
been relied upon by the Patent Office during the prosecution 
of this case, or, as a matter of fact, in any of the other patents 
of record, for any purpose whatsoever, or in any of title art 
with which counsel is familiar, there is no suggestion o?f a lip 
type packing of this sort which is applied to a movable mem¬ 
ber to be carried thereby, as called for in claim 8. It! is be¬ 
lieved, therefore, that the claim is directed to a new combin¬ 
ation and not an old combination, because obviously Rasmus¬ 
sen does not suggest the idea and the Examiner has obtained 
his suggestion not from the prior art but from the applicant. 
There is not the faintest suggestion in the prior art of this 
combination, not a single lip type packing is shown in a blow- 
out preventer, and it is thought therefore that the appellant 
is entitled to claims of this type. 
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Claim 8 is further rejected on Rasmussen (R. 124) in view 
of Williams, (R. 85) on the ground that no invention would 
be involved in substituting Williams’ packing for the packing 
rings of Rasmussen. The argument just given applies equal¬ 
ly as well to this rejection as it does to the rejection on Ras¬ 
mussen alone, first, because there is no suggestion in Ras¬ 
mussen of this construction, and second, because the packings 
of Williams are not of the type called for by the claim. Fur¬ 
thermore, in Williams the packing is not carried by the ram 
but is carried by the housing so that Williams does not teach 
the full equivalent of the applicant’s construction. It is be¬ 
lieved therefore that, in view of the detailed recitation in the 
claim that it clearly distinguishes over these two references. 

Claim 8 is still further rejected on the ground of double 
patenting in view of the appellant’s issued patent to King, 
2,081,040, and attention is again directed to the fact that 
this claim is not readable upon the issued patent as argued 
heretofore. It is directed to a different combination from 
that disclosed in the patent and should be allowable for the 
reasons argued in connection with Claim 6. 

Claim 8 is still further rejected on Rasmussen in view of 
appellant’s issued patent to King, 2,081,040, and is presented 
on appeal because Rasmussen falls short as disclosing the 
basic combination. 

CLAIM 9: In a blowout preventer 

(a) a housing, 

(b) a piston therein, and 

(c) a pressure expansible packing carried by said 
piston, 

(d) said packing including a relatively rigid base, 
and 

(e) relatively resilient lips formed integral with 
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said base and facing in the direction of applied 
pressure whereby the rigid base supports the 
resilient lips. 

This claim is somewhat similar to Claim 8 and is directed 
to a combination of the housing, the piston, and the packing 
used in connection therewith. The arguments presented as 
to Claim 8 where the packing is on the ram applies equally 
as well to Claim 9 where the packing is on the piston. All of 
the reasons argued in connection with the rejection of Claim 
8 apply equally as well to Claim 9. This is particularly true 
as to the rejection on the ground of double patenting because 
the applicant’s prior patent shows no housing and no piston, 
and falls short of suggesting the combination called for by 
this claim 9. I 

i 

CLAIM 10: A blowout preventer including 

(a) a housing, j 

(b) a ram and 

(c) a piston arranged in tandem, 

(d) a packing on said ram facing to the rear therei- 

of, i 

(e) packings on said piston, one facing in each di¬ 
rection, j 

(f) each of said packings having a rigid portion oh 

the corner of the base thereof which is to coii- 
tact the housing, and j 

(g) a resilient lip to seal the area against the hous¬ 
ing. 

i 

CLAIM 11: A blowout preventer including 

(a) a housing, j 

(b) a ram and 

(c) a piston arranged in tandem, 

(d) a packing on said ram facing to the rear there¬ 
of, 

(e) packings on said piston one facing in each di- 
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rection, 

(f) each of said packings having a rigid portion on 
the corner of the base thereof which is to con¬ 
tact the housing, and 

(g) a resilient lip to seal the area against the hous¬ 
ing whereby the rigid base will so support the 
lips as to avoid flowing of the lip under pres¬ 
sure. 

These claims are rejected on the Abercrombie patent 
(R. 121) which fails to give any suggestion of the combina¬ 
tion of the particular type of packing and the ram and piston. 
While Abercrombie does show a ram, piston and an ordinary 
type of packing, he falls short of disclosing the combination 
of structure which is called for in the claims, and it is thought 
therefore that the arrangement of the packing on the rams 
and the piston when the specific type of packing is considered 
constitutes a different and novel combination from anything 
suggested by Abercrombie. 

CLAIM 12: A fluid pressure operated blowout preventer 

including 

(a) a housing having 

(b) a fluid pressure cylinder, 

(c) said cylinder comprising inner and outer heads, 

(d) a sleeve therebetween, 

(e) a sealing ring carried by each head and adapted 
to engage the inside of said sleeve to form a 
seal therewith, and 

(f) means to clamp said heads and sleeve together. 

CLAIM 13: A fluid pressure cylinder for blowout pre¬ 
venters including 

(a) a sleeve, 

(b) heads engaging the ends of said sleeve 

(c) means to clamp said heads and sleeve together, 
and 
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(d) sealing means adjacent each end of said sleeve 
and engaging each head to seal the joint. 

These claims stand rejected on Houk (R. 95) in view of 

James (R. 89) and also as being substantially met by the 
patent to Turner (R. 92). These claims are directed;to the 
combination of the assembled parts of the appellant’^ blow¬ 
out preventer construction As pointed out in connection with 
the argument as to claim 6, Houk gives no suggestion of a. 
packing between the flanged portions of his device. Where, 
therefore, does the Patent Office obtain the suggestion of 
completely rebuilding Houk to incorporate therein the pack¬ 
ing of James? This is an outright aggregation of the prior 
art patents and such practice it is believed has been con¬ 
demned repeatedly by the Courts. The Patent Office reaches 
out in thin air to aggregate these two patents together only 
after having taken advantage of the teaching of this a^iplica- 
ion on appeal. This the Patent Office is not entitled to do and 
allowance of these specific claims is therefore believed to be 
in order. 

i 

The rejection of both claims 12 and 13 in view of Turner 
(R. 92) is believed to be unwarranted because Turner fails 
to give any suggestion of the arrangement of the heads and 
the sleeves in combination with the packing where these parts 
are all assembled and clamped together by a suitable clamp¬ 
ing means. Turner shows no sleeve other than his j entire 
one-piece body portion (5) and it is thought therefor^ that 
Turner fails to disclose the construction called for in the 
claims. 

CLAIM 14: A blowout preventer comprising 

(a) a housing, 

(b) a ram and 

(c) a fluid operated piston in said housing, said 


i 

i 

i 




housing being constructed with 

(d) a ram chamber, 

(e) a piston chamber and 

(f) an intermediate head therebetween, and 

(g) a lip packing disposed at each end of said inter¬ 
mediate head and adapted to seal the joints. 

This claim is directed to the general combination of the 
ram cylinder, the piston cylinder, and the heads and the pack¬ 
ing, and stands rejected on King’s own prior patent No. 
1,834,063, but it seems obvious that there is no suggestion of 
the combination called for in the claim in this prior patent 
because there is no construction in the device for a lip type 
packing which is adapted to seal these joints. It is thought 
therefore that the claims should be patentable. 

This claim 14 is further rejected on the ground of double 
patenting over the appellant’s King patent 2,081,040, and is 
presented for reconsideration because the claim is not read¬ 
able upon the disclosure of the issued patent. 

CLAIM 15: In a blowout preventer of the ram type, 

(a) a ram member, 

(b) a groove transversely of the contact face of 
said ram, 

(c) a lip packing in said groove with the lip di¬ 
rected downwardly to seal against pressure 
from below, and 

(d) lip packing on the rear of said ram with the 
lip directed rearwardly to seal against pressure 
tending to close said ram. 

This claim is directed to the specific construction of the 
front face of the ram wherein it is provided with a groove on 
the contact face and lip packing positioned in this arrange¬ 
ment so that the packing may absorb the thrust of the enor- 
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mous pressure which is encountered. This claim is rejected 
on the ground of an old combination claimed in Rasmussen 
No. 1,836,506, and inasmuch as the shortcomings of this 
patent have been repeatedly argued heretofore, it is thought 
that the claim is allowable because Rasmussen only shows a 
conventional type packing. 

| 

The further rejection of this claim on Rasmussen in view 
of Williams (R. 95) has also been argued heretofore because 
the Williams arrangement is not adapted for incorporation in 
the construction of Rasmussen and Rasmussen neve? had 
such an arrangement in view. 

The still further rejection of this claim on the grouind of 
double patenting or when considered further with Raismus- 
sen is also believed to be unwarranted because the claim is 
not readable upon the appellant’s issued patent to Kipg No. 
2,081,040. 

CLAIM 16: A blowout preventer including 

(a) a housing made up of 

(b) a plurality of elements arranged end to end in 
abutting relation, 

(c) means to clamp said elements in such relation, 

(d) an inwardly opening recess in one of the end 
faces of one of said elements, 

(e) said recess, in cooperation with the adjacent 
abutting face of the next element, forming! a 
packing-receiving chamber, 

(f) a packing disposed in said chamber, 

(g) lips on said packing to seal the side walls of 
said chamber, and 

(h) an area of harder material on said packing ad¬ 
jacent the line of contact of said elements. 

CLAIM 17: A blowout preventer including 

(a) a housing made up of 
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(b) a plurality of separate elements disposed in abut¬ 
ting relationship, 

(c) an inwardly opening recess in one of the abutting 
faces of one of said elements, 

(d) a plane abutting face on the other of said ele¬ 
ments, 

(e) a pressure expansible packing disposed in said 
recess and abutting against the end of the ad¬ 
jacent element, and 

(f) lips on said packing facing in the direction of 
applied pressure and adapted to form a pres¬ 
sure seal between the wall of said recess and 
said plane face. 

Claims 16 and 17 have been argued in connection with Claim 
6 and it is thought that they are clearly patentable. 

CONCLUSION 

This appeal was one of two companion suits from the 
Patent Office to the United States District Court. The other 
suit, 65276, resulted in a decision favorable to the plaintiff 
wherein the Honorable Judge Jennings Bailey awarded the 
plaintiff nine claims as involving invention over the prior 
art references. As a result of such decision in suit 65276, a 
patent has already issued on the other King application as 
Patent No. 2,194,254, dated March 19th, 1940 for another 
type of blowout preventer. 

Claim 4, on appeal obviously involves invention over the 
aggregation of prior art patents. It is quite similar to al¬ 
lowed claims 2 and 3 and it would appear that the defendant 
has no valid reason for refusing this claim 4 when the sub¬ 
stance thereof is carefully considered. 

Claims 6 to 17 inclusive are believed to involve invention 
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over the prior art patents including the inventor’s own prior 
art patent, 2,081,040, because they are limited to detaps of 
construction not shown nor suggested in the prior art. It is 
thought that the Patent Office is leaning over backwards in 
rejecting these claims merely because the inventor has a 
patent issued to him on a specific type of packing. | It is 
therefore asked that this Honorable Court merely trealt the 

i 

King patent 2,081,040, the same as any other issued patent 
and forget entirely that the inventor’s name is King thereon. 

It is respectfully prayed that the decision of the District 
Court be reversed and the defendant, the Commissioner of 
Patents, be authorized to issue the claims on appeal in a patent 
to the appellant. 

i 

Respectfully submitted, 

E. L. SHEEHAN, LESTER B. CLARK, 

Washington, D. C. Houston, Texas, 

Of Counsel. Counsel for Appellant. 
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for the Patent Office. 
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ALLOWED CLAIMS 2 AND 3 

CLAIM 2: A blowout preventer including 

(a) a housing, 

(b) rams slidable transversely thereof, 

(c) pistons connected to said rams, 

(d) a chamber in w’hich each of said pistons is 
mounted, 

(e) two sources of fluid pressure connected to be 
applied behind said rams or on either side of 
said pistons either simultaneously or independ- 

' ently, one of said sources being the high pres- 
sure side of the well casing, 

(f) * and manual means also arranged to move said 

rams. 

CLAIM 3: A blowout preventer including 

(a) a housing, 

(b) rams slidable transversely thereof, 

(c) pistons connected to said rams, 

(d) a chamber in which each of said pistons is 
mounted, 

(e) two sources of fluid pressure connected to be 
applied behind said rams or on either side of 
said pistons either simultaneously or independ¬ 
ently, one of said sources being the well pres¬ 
sure, 

(f) and manual means also arranged to move said 
rams either independently of the fluid pres¬ 
sures or in conjunction therewith. 



